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DETAILED ACTION 

1 . This office action is in response to application filed on January 27, 2005. Preliminary 
amendment dated 1/27/06 is made of record. Claims 1-4 are now pending in the application. 

Specification 

2. The specification is objected to for the following reasons: 

The formula I on page 4 does not show the charge on the anion as being dependent on m. 
Additionally, based on the inventive product description in the specification (pages 7-8), the 
formula as shown on page 4 is inferred to be a derivative of a phosphate. Given that the 
compound is prepared from monoalkyl- or dialkyl phosphate, the oxygen atom in the formula 
should have a subscript 4 and not 3. 

The use of the trademarks (Plexiglas® GS on page 1, line 21 and Zelec ® on page 8, line 
9) has been noted in this application. It should be capitalized wherever it appears and be 
accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 



Claim Objections 
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3. Claims 1, 3, 4 are objected to the for the following reasons: 

In claims 1 and 4, there should be an "or" between the last two alkyl groups that define 
R 1 and R 2 . Additionally, the claim language may be amended for clarity by (1) replacing the 
phrase "methyl methacrylate mixtures" by "monomer mixture comprising methyl methacrylate" 
or an equivalent phrase and (2) providing a structure for the compound with Formula (I) to show 
the actual bonding of alkyl groups. 

With regard to claim 3, it is not clear as to how the claim limits claim 1. Instant claim 
provides a description of the intended use of the release agent. Additionally, the claim may be 
amended to delete the phrase "polymerizable monomers" or "monomer mixture". 

In claim 4, the preamble recites a plastics molding composed of (meth)acrylates and other 
copolymerizable monomers where as the body of the claim recites cast polymerization of methyl 
methacrylate mixtures. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. As noted above in paragraph 2, Formula I in claims 1 and 4 appears to be 
inconsistent with the product description on pages 7-8 and working example 1 (page 8). Given 
that the compound is derived from the reaction of a monononyl- and dinonyl phosphate and 
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triethylamine (page 9, lines 20-39), the oxygen atom in Formula I should have a subscript of 4 
and not 3. Furthermore, the charge on the anion is a function of m. 

Claim 3 recites the limitation "the polymerizable monomers or monomer mixture 
composed of (meth)acrylates. . ." in the body of the claim. There is insufficient antecedent basis 
for this limitation in the claim. 

Claim 4 is confusing because the claim language recites two transitional phrases - 
"composed of" and "comprising". 

Claim Interpretation 



6. As noted above in paragraphs 2 and 5, Formula I recited in claims 1 and 4 appears to be 
incorrect. The general structures of compounds represented by formula I are interpreted by the 
examiner to be I and II as shown below: 



RO OR 



H 

l + 
R— N— R 

I 

R 



(I) 



O OR 



H 



R— N— R 
I 



(n) 
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With regard to claim 4, examiner interprets the claim as a plastics molding composed of 
(meth)acrylates and other copolymerizable monomers and additionally comprising the 
compound of formula I. 

Double Patenting 



7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

8. Claim 4 is provisionally rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 3 of copending Application No. 10/528,178 to 
Ittmann (published as US 2006/0155048 Al). Although the conflicting claim is not identical, it is 
not patentably distinct from the copending claim for the reasons given below: 

Copending claim discloses a molding produced using a compound with formula I. Given 
. that the compound with Formula I (as recited in claim 1) is identical to that recited in instant 
claim and given that the copending claim to a molded product is generic to any plastic molding, 
it is broader in scope and thus, encompasses the scope of the presently cited claim. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claim has not in fact been patented. 

9. Claim 4 is directed to an invention not patentably distinct from claim 3 of commonly 
assigned copending Application No. 10/528,178 to Ittmann (published as US 2006/0155048 Al). 
Specifically, see the discussion set forth in paragraph 8 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). 
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Commonly assigned 10/528,178, discussed above, would form the basis for a rejection of the 
noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art under 
35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly owned at the time 
the invention in this application was made. In order for the examiner to resolve this issue, the 
assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show that the conflicting 
inventions were commonly owned at the time the invention in this application was made, or 
name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
filed on or after November 29, 1999. 



Claim Rejections - 35 USC § 103 



10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



1 1 . Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Krieg et al. 
(US 5,690,872) in view of Haas et al. (US 6,471,905 Bl). 
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The prior art to Krieg et al. discloses the method of production of filled polymethyl 
methacrylate based plastics by cast polymerization in cast molds (abstract, col. 5, lines 49-56), 
working examples). The cast resin suspension contains internal and/or external release agents 
which prevent the adherence of cast resin molded articles. Examples of internal release agents 
are fatty acids and their alkali and alkaline-earth metal salts and alkyl phosphates and their 
neutralized derivatives (col. 5, lines 38-47). 

The prior art is silent with regard to use of quaternary ammonium salts of alkyl 
phosphates as release agent during cast polymerization. 

Secondary reference to Haas et al. discloses improved internal release agents based on 
particular ammonium or metal salts of phosphoric acid esters, ammonium salts or carboxylic 
acids and/or ammonium salts of sulfonic acids for producing polyurethane molded objects 
(abstract). Disclosed compounds include ammonium salts of phosphoric acid ester of formula I: 

x o- 

wherein R stands for a d-Cio alkyl group, X denotes OR 1 with R 1 being equal to R or OY* and 
Y stands for NH 4 or N(R 2 R 3 R 4 R 5 ), wherein R 2 to R 5 may be the same or different and denote 
hydrogen or Ci-Cio alkyl group (col. 2, lines 1-18). Thus, the secondary reference recognizes the 
functional equivalency of the metal salts of phosphoric acids esters and quaternary ammonium 
salts of phosphoric acid esters as internal mold release agents. Therefore, those skilled in the art 
would have found it obvious to utilize quaternary ammonium salts of phosphoric acid esters of 
Haas et al. in lieu of neutralized derivatives of alkyl phosphates of Haas et al., based on their art 
recognized equivalence with a reasonable expectation of success during cast polymerization of 
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methyl methacrylate. In the instant case, substitution of functionally equivalent internal release 
agents metal salts of phosphoric acids esters and quaternary ammonium salts of phosphoric acid 
esters requires no express motivation, as long as the prior art recognizes equivalency. In re Ruff 
118USPQ 343 (CCPA 1958). 

In the rejection set forth above, it is the examiner's position that neutralized derivatives 
of alkyl phosphates read on metal salts of alkyl phosphoric acid esters. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satya Sastri at (571) 272 1 1 12. The examiner can be reached on 
Wednesdays and Fridays, 7AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached at (571) 272 1 1 14. 

The fax phone number for the organization where this application or proceeding is 
assigned is (571) 273 8300. 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see <http ://pair-direct.uspto. gov> . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



SATYA SASTRI 
October 10, 2007 



